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DETAILED ACTION 
Election/Restrictions 

1. Applicant has confirmed election without traverse to prosecute the invention of 
group I (claims 1-11), and the withdrawal of claims 12-14 from further consideration, as 
being drawn to a non-elected invention. 

Specification 

2. The disclosure is objected to because of the following informalities. The 
section heading just ahead of paragraph 8 refers to sequences, yet the section in 
question concerns the drawings. A section heading referring to the drawings now 
appears (after Applicants latest amendment) just ahead of paragraph 7 which seems 
out of place in the context. Appropriate correction is required. 

Claim Interpretation 

3. Claim 15 is a composition claim, but recites a limitation that is "process like" - 
"forms a self-destructing filter cake", but there is no indication as to when this happens. 
Given the overall context of the specification and claims, this last mentioned limitation is 
taken to mean "capable of forming a self-destructing filter cake in some oilfield 
treatment application". 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

j 

that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2, 7-9 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cantu et al. in US Patent 4,957,165. Cantu teaches a well treatment 
process and corresponding fluid. 

Cantu teaches as a component in a fluid, condensation products of hydroxyacetic 
(glycolic) acid with itself or compounds containing other hydroxy, carboxylic acid or 
hydroxycarboxylic acid moieties; these products are solids and insoluble in aqueous 
and hydrocarbon media (see column 2, lines 27-45). The condensation product has a 
variable particle size distribution (see column 3, lines 10-12). The hydroxyacetic acid 
condensation product can be used as the sole fluid loss additive or in combination 
with other fluid loss additives (see column 3, lines 25-30). Calcium carbonate may be 
used as another fluid loss additive and will dissolve in acid (see column 1, lines 60-64). 

A gelling agent like hydroxyethyl cellulose may be included and the gell formed is 
broken by the hydroxyacetic acid produced from the acid condensation product 
downhole - avoiding a later acidizing step and leaving the formation undamaged [at 
least relatively speaking] (see Example 1). 

As to claim 15, the filter cake recited would inherently form downhole using the 
fluid taught by Cantu containing calcium carbonate. 
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6. Claims 1-5, 7, 10-11 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cantu et al. in US Patent 4,986,354. Cantu teaches microencapsulated 
oil field chemicals. 

The reference teaches compositions made by placing an oil field chemical in 
microcapsules made from condensation products of hydroxyacetic acid alone or with 
compounds containing other hydroxy, carboxylic acid or hydroxycarboxylic acid moieties 
such as lactic acid (see column 1, lines 37-47 and column 2, lines 8-15). The 
condensation products are solids and insoluble in aqueous and hydrocarbon media (see 
column 1, lines 50-65). A variety of oil field chemicals that fall in the class of solid acid 
reactive materials may be included in the capsules, and in particular, borate cross 
linkers (see column 2, lines 42 to column 3, line 7). The microcapsules may be place in 
an oil-based fluid (see column 3, lines 40-45); this fluid would effectively act as/form a 
hydrolysis-delaying coating for the capsules. 

As to claim 15, the composition taught by Cantu is at least inherently capable of 
forming a filter cake downhole. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

* 

8. Claims 1-7, 10-11 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cantu et al. in US Patent 4,986,354. The teachings of Cantu have 
been detailed above. 

Cantu teaches all of the limitations of the rejected claims in the proper context, 
except for an explicit teaching of any of the specific species called out in claim 6; Cantu 
does teach the use of borate cross linkers in the same context as borax in claim 6, 
however. As borax is a very common variety of borate cross linker, the teaching of 
borate cross linkers by Cantu would have made it obvious to one of ordinary skill in the 
art to employ borax as in claim 6. The rejected claims are thus obvious. 

9. Claims 1, 8-9 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cantu et al. in US Patent 4,957,165 in view of Johnson et al. in US 
Patent 5,325,921. The teachings of Cantu have been detailed above. Johnson's 
teachings concern fluid loss control particulates. 
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Cantu teaches all of the limitations of the rejected claims in the proper context, 
but does not teach all of the specific species called out in claim 9. Cantu does teach 
calcium carbonate as a fluid loss prevention agent as seen above; Johnson also 
teaches this (see column 3, lines 62-66 of Johnson). Johnson teaches that metal 
hydroxides may also be used in place of calcium carbonate and similar fluid loss agents 
(see column 4, lines 64-66); this is not taught by Cantu. One of ordinary skill in the art 
would have realized that this teaching of metal hydroxides includes aluminum and 
magnesium hydroxides. These hydroxides are commonly used in oil field applications, 
including in fluid loss prevention. In any case, they would clearly perform s required. 

From these teachings, it would have been obvious to one of ordinary skill in the 
art to use magnesium or aluminum hydroxide in place of calcium carbonate in the 
compositions of Cantu, thus rendering the rejected claims obvious. 

10. Claims 1, 7 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cantu et al. in US Patent 4,957,165 in view of Lee in US Patent 
6,817,414. The teachings of Cantu have been detailed above. Lee's teachings concern 
filter cake cleanup. 

Cantu teaches all of the limitations of the rejected claims in the proper context, 
but does not teach all of the specific species called out in claim 7, such as polylactic 
acid. Lee teaches that the acidic by-product of polyglycolic (polyhydroxyacetic) acid 
hydration [hydrolysis] may be used in removing filter cake (see Abstract); polylactic acid 
may be used in place of the polyglycolic (see column 3, lines 15-27). 
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From these teaching it would have been obvious to one of ordinary skill in the art 
to use polylactic acid in place of the polymer of hydroxyacetic acid in the compositions 
of Cantu, thus rendering the rejected claims obvious. 



Double Patenting 

11. Claims 1, 4, 7 and 9-10 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 4-5, 8, 
10, and 21-23 of copending Application No. 10/605,784. Although the conflicting claims 
are not identical, they are not patentably distinct from each other. Compositions of the 
rejected claims are taught by or are obvious over compositions in the cited method 
claims of 10/605,784. 

In particular, claims 4 and 21 of 10/605,784 separately teach compositions within 
the scope of rejected claim 1. Claim 8 of 10/605,784 teaches compositions within the 
scope of rejected claim 4. Claim 22 of 10/605,784 teaches compositions within the 
scope of rejected claim 7. Claims 5 and 23 of 10/605,784 separately teach compositions 
within the scope of rejected claim 9. 

A combination of claims 4 and 10 of 10/605,784 render rejected claim 10 
obvious. Claim 4 of 10/605,784 teaches all of the limitations of rejected claim 10, except 
for the hydrolysis delaying coating which is taught by claim 10 of 10/605,784. It would 
have been obvious to one of ordinary skill in the art to use a delay coating to give time 
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for the composition to travel downhole where it is needed before hydrolysis releases the 
active agent. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Response to Arguments 

12. Applicant's arguments filed 9 December 2005 have been fully considered but 
they are not persuasive. 

Applicant has requested amendments to the body of the specification, claims and 
drawings. There do not appear to be any new matter issues with these requests, and 
they are hereby entered. Claim 8 has been amended, claims 12-14 withdrawn due to 
restriction (Applicant confirming the telephone election) and new claim 15 added; claims 
1-11 and 15 are now pending. 

The Examiner notes the following regarding the requests recited here. The 
amendment to the specification appears to reference the wrong paragraph; it looks like 
it should have been to [0008] and not [0007] as indicated by Applicant, so the previous 
objection stands and a new one is made above. Claim 8 has been amended such that 
the previous objection is mooted; new claim 15 has been interpreted by the Examiner in 
discussion above. The replacement drawing sheet contains characters that are clearly 
extraneous to the drawing; the Examiner will accept this sheet (minus these characters), 
but this practice by Applicant should be avoided in future. 
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As to the rejections over the prior art, the Examiner first notes the following. 
Applicant's arguments seem to depend in large part (implicitly or explicitly) on a 
supposed "teaching away" in the references. Such an argument is not relevant in a 35 
USC 102 rejection, unless the reference clearly teaches not to use or do something in 
the sense that it will not work as required or something like that; a teaching that using or 
doing something is not preferred or will not work as well as alternatives (which is the 
case here) is not sufficient to negate a 102 rejection. A less stringent "teaching away" 
may be sufficient to negate a 35 USC 103 rejection, but as will be explained, the alleged 
teaching away in this case is not sufficient. 

The following from the MPEP 2131 should be considered in this regard as to 
anticipation: 

TO ANTICIPATE A CLAIM, THE REFERENCE MUST TEACH EVERY ELEMENT OF THE CLAIM 
"A claim is anticipated only if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 
631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). >"When a claim covers several structures or compositions, either 

genericaliy or as alternatives, the claim is deemed anticipated if 3HV of the structures or compositions within the 

scope of the claim is known in the prior art." Brown v. 3M, 265 F.3d 1349, 1351, 60 USPQ2d 1375, 1376 (Fed. Cir. 
2001) [emphasis added by the Examiner]... The elements must be arranged as required by the claim, but this is not 
an ipstssimis verbis test, i.e., identity of terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. 
Cir. 1990). 



In addition, the following from MPEP 2145 should be taken into account as to 
obviousness: 

The Nature of the Teaching Is Highly Relevant 

A prior art reference that "teaches away" from the claimed invention is a significant factor to be considered in 
determining obviousness; however, "the nature of the teaching is highly relevant and must be weighed in substance. 
A known or obvious composition does not become patentable simply because it has been described as somewhat 
inferior to some other product for the same use." In re Gurley, 27 F.3d 551, 554, 31 USPQ2d 1130, 1132 (Fed. Cir. 
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1994) ... Furthermore, "the prior art's mere disclosure of more than one alternative does not constitute a teaching 
away from any of these alternatives because such disclosure does not criticize, discredit, or otherwise discourage the 
solution claimed...." In re Fulton, 391 F.3d 1195, 1201, 73 USPQ2d 1141, 1146 (Fed. Cir. 2004). 

As to the rejection under 35 USC 102(b) over Cantu '165, the Examiners agrees 
with most of the commentary on the reference by Applicant, but believes that Applicant 
has gone beyond what the references teaches in some important respects, and 
Applicant has ignored some prominent features of the rejected claims. In particular, 
Cantu '165 does NOT say that calcium carbonate cannot be used in the formulations 
taught; in fact, the reference teaches at column 3 that other fluid loss additives may be 
used with the hydroxyacetic acid condensation products without excepting calcium 
carbonate and anything else for that matter; the reference also teaches that calcium 
carbonate is a solid fluid loss additive at column 2. The problem cited for using calcium 
carbonate is that the subsequent acidizing required causes formation damage; it is 
relevant that this acidizing would be normally understood to mean by a strong mineral 
acid. Cantu makes use of hydroxyacetic acid condensation products that operate by 
forming [a weaker] acid in situ [intermixed with a gel] which would produce no formation 
damage [or at least much less damage] (see discussion near the end of Example 1 
backing this up). Acid formation by the breakdown of the hydroxyacetic acid product 
would (inherently) dissolve the calcium carbonate. Cantu thus teaches the same 
composition as Applicant, being used for the same basic purpose, operating in the 
same way. Note that the rejected claims are "comprising', so the presence of a gel in 
Cantu '165 is not an issue - both are well treatments also. The rejection is maintained 
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and is expanded to include new claim 15 given the interpretation of this claim given 
above. 

In regards to Cantu '165, Applicant should note that (especially given the 
recitations in claims 5 and 8) that the cellulose derivative gelling agent and/or gel could 
act as the "solid acid-reactive" material, especially if "solid acid-reactive" means reactive 
with the solid acid material - in Cantu, the degrading hydroxyacetic acid condensation 
product. 

As to the rejections under 35 USC 102(b) and 103(a) over Cantu '354, 
Applicant's argument is basically that the Examiner is wrong without any real 
explanation being given as to how. The rejections are maintained, since proper cases 
for anticipation and obviousness have been laid out in detail in the previous Office 
Action and are repeated above; these rejections are expanded to include new claim 15 
as explained above. 

As to the rejection under 35 USC 103(a) over Cantu in view of Johnson, the 
Examiner does NOT agree that there is a "teaching away" from using calcium carbonate 
(see above discussions on this point), and even if there is one, it is by nature insufficient 
to negate a determination of obviousness here. Clearly, one of ordinary skill in the art 
would have realized from the teachings of Cantu that the inclusion of calcium carbonate 
does not prevent the composition to function for its intended purpose, even if Cantu 
could be read as indicating there would be less formation damage without calcium 
carbonate in a Cantu composition, and Cantu does NOT say that. It is the subsequent 
acidizing [normally using strong mineral acid] that is the issue, and the use of the 
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hydroxyacetic acid product gets around this, as one of ordinary skill in the art would 
glean from the overall teachings of Cantu. The rejection is maintained and expanded to 
include new claim 15. 

As to the rejection under 103(a) over Cantu in view of Lee, it seems to the 
Examiner that Applicant does not understand that a 102(e) type reference can be used 
in making a 103(a) rejection. Lee has a 102(e) date of September 20, 2002 and does 
not appear to ever have been commonly owned with the present application (see 35 
USC 103(c)), and so is prior art against the rejected claims. The rejection is maintained 
and expanded to include new claim 15. 

Applicant has not responded to the provisional obviousness type double 
patenting rejection over Application No. 10/605,784. In the interests of speedy 
prosecution, the Examiner interprets this to mean that Applicant will wait to take 
appropriate action when certain what the final claims in question will be. Note that it is 
customary to explicitly reply to such a rejection, and Applicant should do so in future. 
Since Applicant did not explicitly indicate anything as to this rejection, it is repeated 
above and explicitly maintained. 



Conclusion 

■ 

13. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
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MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. R. Richard whose telephone number is 571-272- 
8502. The examiner can normally be reached on M-Th, 8am-6pm and alternate 
Fridays, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




